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(Cony) 
Dec. 20, 1907. 
Hon. John R.Hazel, 
U.S.Circuit Court, New York Phonograph Co. 
Post Office Bldg., Ve 
Buffalo, N.Y. National Phonosrapkh Co. 


Dear Sir: 
T have read the three briefs submitted by defendants upon 


the motion to punish for contempt. The arguments therein contained 


a 
pe 
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are inapplicable to the facts. They were all made and overrule 


the Circuit Court of Appeals. 


It is conceded that the provisions of the contracts,enumer= 





ated in the decree as contracts binding on defendants, and complain- 
ant's rights thereunder are still in force and effect. In other 
words, it is not disputed that the terms of the contra 


expired. As pointed out at pare 73 of complainant's 





this motion, the agreements and complainant's ri 


thereunder 





are to continue in force for a time equal to the time for which the 


North American Company, its successors and assigns shall become 





! 
authorised to grant any exclusive license under any patent relating | 
| 


to the phonograph, phonograph=graphophone or improvements therefor. 


The provisions of the contracts and complainant's rights thereunder 
being in force, we are not now concerned with the question as to 
when they will terminate. 


herewith a brie? statement of the 








scope of complainant's contract ea with 


MtS, more fully 





teference to the authorities at pages &=90 of cor 





nt's printed 
brief upon this motion. 


I find nothing in the three briefs of defeni 





ing special notice and desire,therefore, to call your Honor'’s at- 


tention briefly to a few facts only. 


First: Hr. Buckingham says,"Mr. Hicks told Pelzer that 


he placed no reliance upon an accounting” (brie?, 





statement is without any foundation whatever in fect. 


tirely false and is dsnied in my affidavit in reply. 





is absurd upon its face, as well as irrelevant upon % 





whether defendants have violated the decree 
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Second: Mr. Buckingham in effect concedes (brief,pp.74- 
75) that the National Company, as the successor of the Worth Ameri- 


can Company and “ir. Rdison's alter eno, was bound to embody in its 





phonographs and phonograph supplies the Edison inv ions, and that 


in order to evade the injunction, the National Company, subsequently 
to the injunction, suppressed the Edison improvements which, prior 
to the injunction, it concededly found adventareous to employ. As 
fully shown in complainant's brief, the provisions of the contracts 


and complainant's rights thereunder cannot be defeated by a sup~ 





pression of the improvements of Hdison or others. Mr. Ddison and 


his companies are bound to supply complainant with phono hs and 





phonograph supplies and they are prohibited, by the negative coven- 


8 


ants of the contracts enforced by the decree and injunction,?ro 


competing with complainant in any menner within the 8% 








York, in the phonograph business. They can supply n 
ever for phonographs within the State of New York and they can 


grant no right of any kind for the use of phonocr: 





State of New York while complainant's contract rights continue in 
force. 

Third: Mr. Buckingham, in his brief in reply, states (pv. 
6), that complainant admits the identity between certain Wdison 
United States and foreign patents. Complainant mkos no such ad- 
mission whatever. The matter has been fully argued at 


186 of complainant's brief. It is there argued that the aque . 





is immterial; that defendants are estopped to assert the « 





tion of the patents in question; that the Court would be required 


if the point be material. Whether the Edison United States patents 
expired with the forsign patent is a matter to be de 
question of Law by a comparison of the United States and foreign 


patents (Singer Co. v. Cramer, 192 U.S. 265, 275; 





104 U.S. 737; Market Co. vs. Rowley, 155 U.S. ,621,625). 

The patents are in evidence. Complainant's counsel Sefrain from a 

discussion of a question which is clearly immateriel for the reasons 
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fully set forth with reference to the authorities at pages 175-106 
of complainant's brief. 
Pourth: In discussing the overruling by the Circuit Court 


of Appeals of the errors assigned by defendants when 





peal from your Honor's decision, Mr, Buckingham , ‘in 
brief (p.8), seems oblivious to the fact that by the errors assigned 
defendants put their construction upon the effect of Your Honor's 
decision and argued in the Circuit Court of ‘Appeals that the de- 
cision was erronsous in the mtter of the errors assigned. It is 
scarcely to be believed that the Sourt, uyon this motion to punish 
for contempt, will be influenced to amy extent by the present con= 
tention of defendants thet Your Honor's decree did not mean what 
defendants solemmly asserted it did mean by their assignment of 
errors and by their strenuous argument in the Circuit Court of Ap- 


peals. It requires no argument to show thet 





motion rest entirely upon the ground thet the 
fendants in the Circuit Court of Appea 
misconstruction of your Honor's decree. 
the basis of the errors assigned, and upon no other basis, and the 
Circuit Court of Appeals held that no error had been committed in 
the particulars assigned and affirmed the decree. With reference to 


the twenty-seventh assignment of error, the bill of complaint prayed 


(£01.47) that the defendants be enjoined from selling "any phono- 





graph or phonograph supplies" for use within the 


@ 


State of New York,directly or indirectly, and defend 


twenty-seventh assignuent of ““r, correctly constru 





broadly to enjoin them fro The decree exp 
that defendants are enjoined as prayed for in the bill of complaint, 


and by the twenty-seventh assignment of error defenda: actly 





stated the scope of the injunction, They cannot now ar 





the scope of the injunction was different from what 





it to be in the Circuit Court of Appeals (see pages 26 and 103-106 


of complainant's brie?). 
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Wifth: The assignability of the contract of August 
1868 between Rdison and the North Americun Company, iz clear 


the nature of the contract 
V.Y., 291 and cases cited). Mr. Edison, moreover, 
signability of the contract, since he caused the contract to 


assigned by the receiver to Ott (record on aprpeal,p. 


5 


‘i 





and caused Ott, on his behalf, to asree "to per-orm ths several 


stipulations, covenants and agreements made by the North American 
Phonograph Company in and by the said" contract (p.761,f01.230). 


The Netionzl Company is Mr. Edison's alter eso and the successor 


—e 








of the North American Company. Mr. Buckingham makes the following 


admission (reply brief,p.11):- 


"If the National ¢ any, 4S purchaser of the ghd 












American agsets, had atte ‘ x i ent & any 
one of the contracts whic hot. 
a saying that such compuny would hy ted itself t 





perform all of its predecessor's covenants." 


Tt would tuke many pages to enumerate all the contracts 


made by the North American Company which 
purchaser, has assumed and attempted to 


It attempted to enforce the rishts resultin 








tracts of the North American Company in two suits brow 








against the American Graphophone Company, wherein it joined as 


plainant with the Edison Phonograph Works and New York Phonograph 


Company (record on appeal, pp-711, 724, exhibits 10 and 11). 
It has assumed and enforced the contract of 


American Company with the Edison Phonograph Works of A 





and recognized that contract as lets as April 2, 1960 by the 
with the Edison Phonograph Company (record on appeal, p.729, 
14). 


It has assumed and enforced the exclusive ris 





from the 


ts of 





nt in 1896 





con= 


- — 


com= 


exhibit 


the 


North Americun Company to the phonograph product of the Edison 


Phonograph Works and iir. Edison (see complai 






It has assumed and enforced its r 
inventions made within fifteen years from Ar 
brief, p.70). 


t's brier, pe 70). 
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It. hes assumed and enforced the right purchassd from the 
receiver to the good-will of the business as a going concern of the 
North American Company. 

It has assumed and enforceé the richts of the North Ameri- 
can Company acquired through the ownership of the entire capital 


stock of the Edison Phonorreph Cor 





any (complainant's brief, p.70). 
It has assumed and enforced the Raison phonograph patents 

controlled by the North American Company. 

It has assumed and enforced every right of the North Amoeric- 
an Company beneficial to itself and to Yr. Ridison. 

The question with reference to the contract of August 1, 
1888, between Fdison and the North American Company, is not of great 
present importance, since compleinan 


force by reason of the continuance 





the legal title to which 


5 conve 





or its receiver. The Courts have held, however, that complsinant's 


rights include all improvements and inventions sade by lr. Zdison 





within fifteen yaars from Aurust 1, tional Com 








pany is Mr. Edison's a 





American Company. 


cn tn ry 


Sixth: 








certain sae 





ison patents, made at nage 17 of his 


mount to an admission thut defendants are in con 





j 

o? court upon | 

their own construction of the dscree. That construction i: 
| 





Gecree, however, is so untenable ard so unjust and so di: 


from the construction urged by de 







Appeals, thet no reference need be 


of the decree has been gully argv 





and read the successive decrees there referred to of courts of 





equity mde in suits based upon the various contracts 





American Company and Mr. Zdinon, there can remain neo 


Goubt in your Honor's mind upon the vrovosition 
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rights cover for the State of New York, ull phonogruphs and phono- 





graph supplies made by Mr. Edison and his companies. The decrees 
and injunctions in the suits referred to invariably restrain the 
selling of "any phonogranhs or phonorranh supplies therefor" without 
reference to or limitation by Edison or other nhonorraph patents. 


As fully shown in complainant's brief, the contracts dealt with the 





conveyance cf the good-will of the phonocraph business wi 


thin the 
purchased terbitorios. 
Respectfully submitted, 
(Signed) LOUIS HICKS. 


_Of counsel for complainant. 


A copy of this letter has been sent to defertant's counsel. 
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